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Art Unit 

1723 




- t ^ MAiuNQ communication appears on the cover sheet W ith the correspondence address - 

TsHORTENED STATUTORY PER.OD FOR REPLY .S SET TO EXP.RE MONTH(S) FROM 

mailing date of this communion. the.statntory minimum of thirty (30) days will be considered t-meV- 

- If the period for reply specrhed above rs less than th,rty (30) days, a reply v MONTHS from the mailiny date of this comn-.uracat.on. 

. „ NO P er,od for repr, is specified above, the ~^T^Z ^^Z^ZTZ^ ABANDONED ,35 U.S.C. § 133). 

^^S^rSl^rrilSSS. o, t^omm.nication. even B ^ fiiad. may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to communication(s) filed on Oct 23, 2002 
2a) □ This action is FINAL. 



2b) 53 This action is non-final. 

ZajLJ I nib aiuun 10 ■ ,/v 

3,D Since •* applica«,on is in condition ,0, aiiowance excep, <o, ^rrna, matters, prosecution , « , « M mer.ts is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 U.b. 
Disposition of Claims ^ . n app)jcation 

4} 53 Claim(s) 1-18 . 



4a) Of the above, claim(s) 
5)ix Ciaim(sir_M 



6)X f Ciaim(s) 15-18 

7]D Ciaim(s) 

8)Q Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

. , , A is/are a)D accepted or b)U objected to by the Examiner. 

10) ! 'J The drawmg(s) filed on 'S/are a; — c^c H 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Apphcant m y approved b)U disapproved by the Examiner. 

1 1 )□ The proposed drawing correction filed on °w 

If approved, corrected drawings are required in reply to this Office action. 
1 2)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a). - All bi Some* ck None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No 



2 u L,erxmea copies ut ^nv. 

3. □ Copies of the certified copies of the priority documents )*™eto»n> received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

•See the attached detailed Office action for a list of the certified copies not received. 
U»n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

a)G. The translation of the foreign language provisional application has been received. 
15)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §1 120 and/or 121. 

Attachment^) n Summary :PT0 . 4131 Papei Nols! . 

1] □ Notice of References Cited (PTO-892) ' '- 

,— r, • o - rornQiSi 5)i' I Notice of Informal Patent Application iPTO-1 52i 

2) □ Notice of Draftspersons Patent Drawing Revraw (PTO-9481 

31 [^formation Disclosure Statement Isl IPTO-1449) Paper Nolsl. 61 ^ ° the ' : 



U S Patent and Trademark Office 

PTO-326 (Rev. 04-01 i 
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Art Unit: 1723 



Continued Examination Under 37 CAR LI 14 



1. A request for continued examination under 37 CAR 1.114, including the fee set forth in 37 
CAR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CAR 1.114, and the fee set forth in 37 CAR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CAR 
1.114. Applicant's submission filed on 10/02/02 has been entered. 



2. This application is objected to under 37 CAR 1.172(a) as the assignee has not established 
its ownership interest in the patent for which reissue is being requested. An assignee must 
establish its ownership interest in order to support the consent to a reissue application required 
by j 7 CAR 1. 1 72(a). The submission establishing the ownership interest of the assignee is 
informal. There is no indication of record that the party who signed the submission is an 
appropriate party to sign on behalf of the assignee. 37 CAR 3.73(b) 

A proper submission establishing ownership interest in the patent, pursuant to 37 CAR 
1 . 1 72(a), is required in response to this action. 

3. The reissue oath/declaration filed with this application is defective (see 37 CAR 1 . 1 75 and 
MPEP § 1414) because of the following: the oath not only must state at least one error but must 
also recite the specific corrective action to be taken. See MPEP 1414. 

4. Claims 15-18 are rejected as being based upon a defective reissue oath under 35 U.S.C. 
251 as set forth above. See 37 CAR 1.175. 



DETAILED ACTION 
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The nature of the defect(s) in the oath is set forth in the discussion above in this Office 

action. 

5. There was a Certificate of Corrections in the parent case. The corrections were not 
properly incorporated in the patent. See MPEP 141 1 .01 . 

6. Claims 15-18 are rejected under 35 U.S.C. 251 as being an improper recapture of 
broadened claimed subject matter surrendered in the application for the patent upon which the 
present reissue is based. See Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 
1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 1 161 (Fed. Cir. 1997); Ball 
Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A 
broadening aspect is present in the reissue which was not present in the application for patent. 
The record of the application for the patent shows that the broadening aspect (in the reissue) 
relates to subject matter that applicant previously surrendered during the prosecution of the 
application. Accordingly, the narrow scope of the claims in the patent was not an error within the 
meaning of 35 U.S.C. 251, and the broader scope surrendered in the application for the patent 
cannot be recaptured by the filing of the present reissue application. Detailed rejection is discussed 
in paper No. 10. mailed on 10/02/01 . 

7. Claims 1-14 are allowed over the prior art of record. Reasons are stated in the record. 

Response to Arguments 

8. Applicant's arguments filed on 10/02/02 have been fully considered but they are not 
persuasive. Applicant argues, on page 2, second paragraph, (In re Clement), that "no canceled or 
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amended claim of application 09/690,045 refers to fibers spaced apart by a flexible support 
means". Applicant is directed to "amended claims" 1 and 9, on paper no. 4, filed on January 12, 
1998, in Application 08/690,045 in which the flexible support limitation was added to overcome a 
prior art rejection and as part of the "improvement". Applicant's later argues that the Office 
action fails to recognize that claims 15-18 of the present Application are narrow in scope. This 
aspect is discussed in the response to arguments in the section response to arguments, e.g. "Even 
if the claims are narrowed in another aspect" , the broadest aspect of the claims can not be now 
recapture by reissue. As to the term "amended claims", that term is clearly defined in the M.P.E.P. 
The rejection above is maintained. 

9. The references filed in Form 1449, filed on 1 0/0202, have been considered by the 
Examiner, a signed copy is attached. 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ana Fortuna whose telephone number is (703) 308-3857. The examiner can 
normally be reached on Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Wanda Walker, can be reached on (703) 308-0457. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-9310 for regular responses, and 
(703)872-93 1 1 for after finals. /^l 



Ana Fortuna 




ANA FORTUNA 
PRIMARY EXAMINER 



December 30. 2002 



